TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Bef ore LYDDANE, McQUADE, and NASE, Adninistrative Patent
Judges.

NASE, Admini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina

rejection of clainms 3 through 8. Cains 1 and 2 have been

! Application for patent filed July 11, 1994. According
to the appellants, the application is a division of
Application No. 08/000, 205, filed January 4, 1993, now U. S.
Pat ent No. 5, 358, 480, which was a division of Application No.
07/ 823,366, filed January 21, 1992, now U. S. Patent No.
5,212, 847.
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wi t hdrawn from consi derati on under 37 CFR 8§ 1.142(b) as being

drawn to a nonel ected i nventi on.

We AFFI RM | N- PART and enter new rejections pursuant to

37 CFR § 1.196(b).
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BACKGROUND

The appel lants' invention relates to a nethod of
fabricating handles. Cains 3 and 7 are representative of the
subj ect matter on appeal and a copy of those clains, as they
appear in the appendi x of the appellants' brief, is attached

to this decision.

The prior art references of record relied upon by the

exam ner as evidence of obvi ousness under 35 U.S.C. 8§ 103 are:

Ager 2,510, 490 June
6, 1950

Janssen 4, 856, 136 Aug. 15,
1989

Clainms 3 through 8 stand rejected under 35 U S.C. § 112,
second paragraph, as indefinite for failing to particularly
poi nt out and distinctly claimthe subject matter which the

appel l ants regard as their invention.

Clains 3, 7 and 8 stand rejected under 35 U S.C. § 103 as

bei ng unpat ent abl e over Janssen.
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Clainms 4 through 6 stand rejected under 35 U . S.C. 8§ 103

as being unpatentabl e over Janssen in view of Ager.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regarding the 8 103 and §
112 rejections, we nake reference to the exam ner's answer
(Paper No. 12, nmmiled Septenber 16, 1996) for the exam ner's
conpl ete reasoning in support of the rejections, and to the
appel l ants' brief (Paper No. 11, filed June 17, 1996) for the

appel l ants' argunents thereagai nst.

OPI NI ON
Initially, we note that the objection to the draw ngs
under 37 CFR 8§ 1.83(a) nmade by the exam ner in the fina
rejection relates to a petitionable matter and not to an
appeal able matter. See Manual of Patent Exam ning Procedure
(MPEP) 88 1002 and 1201. Accordingly, we will not reviewthe
I ssue regarding this objection raised by the appellants on

pages 13-14 of the brief.
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In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.
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The indefiniteness issue

We do not sustain the rejection of clains 3 to 8 under

35 U.S.C. 8§ 112, second paragraph.

Clainms are considered to be definite, as required by the
second paragraph of 35 U S.C. 8 112, when they define the
nmet es and bounds of a clained invention with a reasonabl e

degree of precision and particularity. See In re Venezia, 530

F.2d 956, 189 USPQ 149, 151 (CCPA 1976).

On page 3 of the answer, the exam ner determ ned that
[t]he term "adapted to" in clains 3 and 4 is
vague and uncl ear because it does not distinctly
claimthe characteristics of the "handles."

It is our opinion that the "adapted to" |anguage at issue
woul d be understood as nerely reciting the intended use of the
handl es. Accordingly, the netes and bounds of the clained
i nventi on have been defined with the necessary degree of
precision and particularity required by the second paragraph

of 35 U S.C. § 112.
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The obvi ousness i ssue

The test for obviousness is what the conbi ned teachings
of the applied prior art would have suggested to one of

ordinary skill in the art. See In re Young, 927 F.2d 588,

591, 18 USP@d 1089, 1091 (Fed. Cir. 1991) and In re Keller,

642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). In
rejecting clains under 35 U . S.C. 8§ 103, the exam ner bears the

initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence that the
reference teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art to nake the nodifications

necessary to arrive at the clained invention. See In re

Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cr

1988) and In re Lintner, 9 F.2d 1013, 1016, 173 USPQ 560, 562

(CCPA 1972). Rej ections based on § 103 nust rest on a
factual basis with these facts being interpreted w thout

hi ndsi ght reconstruction of the invention fromthe prior art.
The exam ner may not, because of doubt that the invention is
pat entabl e, resort to specul ati on, unfounded assunption or
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hi ndsi ght reconstruction to supply deficiencies in the factua

basis for the rejection. See In re Warner, 379 F.2d 1011,

1017, 154 USPQ 173, 177 (CCPA 1967), cert. denied, 389 U. S

1057 (1968).
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Clains 3, 7 and 8
We do not sustain the rejection of clains 3, 7 and 8

under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Janssen.

Caim3 is drawn to a nmethod of fabricating a plurality

of handles including, inter alia, the steps of (1) formng a

plurality of strips shaped as right, regul ar parall el opi peds,
and

(2) form ng barbs on each of the strips. Since the barbs of
step (2) are formed on each of the strips forned in step (1),
the steps nmust occur in the order specified in the claim

Thus, claim 3 requires formng a plurality of strips shaped as
right, regular parallel opi peds, and then form ng barbs on each

of the strips.

Janssen di scl oses an applicator for paint and other
fluids. Figure 1 of Janssen shows an expl oded perspective
view of a preferred brush 10 with the handl e nmenber 14 renoved
fromthe cavity 42 of the head nenber 30. The handl e nenber
14 conprises a gripping section 16, a head nounting section
20, and a circunferential skirt 22 which separates gripping

9
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section 16 and head nounting section 20. Janssen teaches that
the handl e nenber 14 is preferably constructed of a

| i ghtwei ght, durable plastic, however it may be constructed of
wood or other suitable material. Further, the handl e nenber
14 is preferably a nolded nmaterial of sufficient strength,
structure, and shape to provide support and control for a
nount ed head nenber designed for the application of paint and
other coating materials. The head nounting section 20 is a
flat plate of generally rectangul ar shape containing laterally
extendi ng serrations 24 designed to engage the nounted head
menber 30. The circunferential skirt 22 permts separation of
handl e gri pping section 16 from head nounting section 20.?

As shown in Figure 2, when head nenber 30 is fully nounted on
head nounting section 20, the laterally extending serrations
24 of head nounting section 20 engage the cavity defining
surfaces to retain head nenber 30 on handl e nenber 14.

Addi tional ly, Janssen discloses that in order to

provi de optinmum gri pping of the brush by a user, the elongate

gri pping section 16 should be generally about 10 cmin length

2 See colum 5, lines 1-35, of Janssen.
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and generally about at least 1 cmin width. Furthernore, the
head nmounting section 20 is wder than the gripping section 16
and the ratio of the length of the gripping section 16 to the
| ength of the head nounting section 20 is about 2:1, however,
such ratio may vary depending on the sizes of the head nenber

30 and the intended use.:?

We agree with the appellants (brief, pp. 16-18) that
Janssen does not teach or suggest the subject matter recited
inclains 3, 7 and 8. In this rejection the exam ner presents
no evidence as to why it would have been obvious to forma
plurality of strips shaped as right, regular parall el opi peds,
and then form barbs on each of the strips. Wile Janssen
teaches having serrations (i.e., barbs) 24 on a flat plate 20
of generally rectangul ar shape, Janssen does not teach or
suggest the fabrication steps recited in independent claim 3.
Additionally, contrary to the examner's position with regard
tothe limtations recited in claim7, Janssen does not teach

or suggest the formation of at |east four barbs on each of

8 See colum 2, lines 43-68, of Janssen.
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four corners of each handle. Accordingly, the exam ner has

not presented a prinma facie case of obviousness with respect

to clains 3, 7 and 8.

Clainms 4 through 6

The rejection of clains 4 through 6 under 35 U.S.C. § 103
as being unpatentabl e over Janssen in view of Ager is

sust ai ned.

12
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On page 6 of the answer, the exam ner determ ned that
[I]t woul d have been obvious to one of ordinary
skill in the art at the tinme of the invention
was made to nodify the barbs (24) of Janssen as

suggested by Ager because they both are
recogni zed ways of retaining a pad on a handl e.

Clains 4 through 6 depend directly or indirectly on
i ndependent claim 3. Accordingly, we nust first determne if
the subject matter of claim3 is unpatentable under 35 U S. C
8§ 103 over Janssen in view of Ager. The teachings of Janssen

have been previously set forth.

Ager discloses an applicator stick used in surgica
treatnments of the body. The stick 10 is nade of wood. As
shown in Figure 4, the applicator stick 10 is roughened by
barbing the end of the stick to provide barbs 17 thereon,
arranged in circular rows wth the barbs of alternate rows
of fset respectively with the barbs of the rows therebetween.*

The barbs 17 prevent renoval of a pledget of cotton 14 from

4 See colum 2, lines 33-40, of Ager.
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the end of the stick when the stick is being used in the

treatnment of the body.?

In applying the above noted test for obviousness, we
reach the conclusion that it would have been obvious to one of
ordinary skill in the art at the tine of the appellants’
invention to fabricate a plurality of Janssen's generally
rectangular (i.e., right, regular parall el opi ped) head
nmounting sections 20 from wood as suggested by Janssen and to
then formthe serrations thereon by barbing the wood as
suggested and taught by Ager. Additionally, we agree with the
exam ner's determ nations that (1) Janssen's head nounti ng
section 20 is fornmed froman autocl avable material since both
wood and plastic as taught by Janssen are well suited to
undergo treatnent in an autoclave, and (2) the recited
dimensional limtations are matters of design choice | acking
any criticality since they solve no stated probl emespecially

since the appellants have not contested ot herw se.

> See columm 1, lines 8-15, of Ager.
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In view of the above, it is our determ nation that al
the limtations of claim3 are net by the conbi ned teachings

of Janssen and Ager.

Dependent claim4 adds to claim3 the limtation that
the step of form ng barbs includes a step of naking
a plurality of cuts in at |east one row, each cut
bei ng forned as herringbone, pointing backwardly

away from said handle end that is adapted to be
inserted in an opening in said pad.

The appel l ants argue (brief, pp. 19-20) that "[n]either
ref erence has such a herringbone design whereas the applicants
devi ce does neet the definition of a herringbone.” W do not
agree. As pointed out by the exam ner (answer, p. 7), the row
of barbs shown in the appellants' drawi ngs do not display a
true herringbone configuration since the direction of the
sl ant does not alternate row by row This is due to the fact
that the appellants' barbs are chevron-shaped cuts
(specification, p. 7). Since the barbs 17 as shown in Figure
4 of Ager are also formed by chevron-shaped cuts, it is our

determ nation that it would have been obvi ous to one of
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ordinary skill in the art at the time of the appellants
invention to formthe serrations on the head nounting sections
20 of Janssen by making a plurality of cuts in at |east one
row, each cut being fornmed as herringbone (e.g., chevron-
shaped), pointing backwardly away fromthe handle end as

suggested and taught by Ager.

Dependent claim5 adds to claim3 the [imtation that
the step of form ng barbs on one end of said strip
i ncludes a step of formng at |east four barbs with
at least two of said four barbs being cut into a
peri phery of the strip near the one end in spaced
apart relation fromeach other but in a common pl ane
at an angle to a longitudinal axis of the strip to
provi de support within the pad on either side of the
strip.

The appel |l ants' argunent (brief, p. 20) that neither Ager
nor Janssen has a teaching which defines the |ocation of the
cuts/barbs so as to insure that once the end of the handle is
inserted into the pad, the herringbone cuts/barbs provide an
even grip is unpersuasive for the foll ow ng reasons. First,
the argunent is not comrensurate in scope with the claim
| anguage in that claimb5 does not call for either herringbone

cuts/barbs or that the cuts/barbs provide an even grip.
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Secondl y, nonobvi ousness cannot be established by attacking
the references individually when the rejection is predicated

upon a conbi nation of prior art disclosures. See In re Merck

& Co. Inc., 800 F.2d 1091, 1097, 231 USPQ 375, 380 (Fed. Gr
1986). Lastly, the conbination of Janssen and Ager, as
nodi fi ed above with respect to claim 3, would have forned at

| east four barbs with at |east two of the four barbs being cut
into a periphery of each head nounting section near the one
end in spaced apart relation fromeach other but in a common
pl ane at an angle to a |l ongitudinal axis of the head nounting
section which would inherently provide support within the head
menber 30 of Janssen on either side of the head nounting

secti on.

Dependent claim6 adds to claim5 the limtation that

the step of form ng barbs includes cutting slits
into said handle sufficiently long to provide a firm
grip within the pad wherein the slits extend a first
di stance equal to at |east 3 percent of a second

di stance through the handl e; said second distance
bei ng the distance through the handle in a direction
per pendi cul ar to the longitudinal axis; said first

di stance extending at an angle to the |ongitudina
axis to formbarbs that extend outwardly and
rearwardly whereby they are capabl e of catching

17
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within the pad to prevent renoval of the handle from
the pad without tearing the pad.

The appel |l ants argue (brief, pp. 20-22) that neither
cited reference discloses barbs formed by naking a plurality
of slits wherein the slits extend a first distance equal to at
| east 3 percent of a second distance through the handle. The
second di stance being the distance through the handle in a
direction perpendicular to the longitudinal axis with the
first distance extending at an angle to the | ongitudinal axis
so that the barbs extend outwardly and rearwardly. W find
this argunment unconvincing for the foll owm ng reasons. First,
as stated above, nonobvi ousness cannot be established by
attacking the references individually when the rejection is
predi cated upon a conbination of prior art disclosures.
Secondly, we agree with the exam ner's determ nation (answer,
p. 6) that the recited dinensional limtations are matters of
desi gn choice lacking any criticality since they solve no
stated probl em especially since the appellants have not
contested otherwi se. Lastly, the conbination of Janssen and
Ager, as nodified above with respect to clains 3 and 5, would

18
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have formed barbs by cutting slits into each head nounti ng
section of Janssen as suggested and taught by Ager. As shown
in Figure 4 of Ager, the barbs 17 are made by cutting slits
into the wood stick 10 wherein the slits would appear to
extend a first distance equal to at |east 3 percent of a
second di stance through the stick, wherein the second distance
is the distance through the stick in a direction perpendicul ar
to the longitudinal axis and the first distance extends at an
angle to the longitudinal axis to form barbs that extend
outwardly and rearwardly whereby they are capabl e of catching
a pl edget of cotton to prevent renoval of the stick fromthe

pl edget of cotton.

For the reasons stated above, we sustain the exam ner's

rejection of clainms 4 through 6 under 35 U.S.C. § 103.

New grounds of rejection

In accordance with 37 CFR §8 1.196(b), we introduce the

foll owi ng new grounds of rejection.
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Caim3 is rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Janssen in view of Ager, for the reasons set

forth above in the discussion of clains 4 through 6.

Claim8 is rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Janssen in view of Ager, for the reasons set
forth above with respect to claim3 and for the reasons set

forth bel ow

Dependent claim8 adds to claim3 the [imtation that
each of the formed strips has a uniformcross-section al ong

its | ength.

As shown in Figures 1 to 3, Janssen's head nounting
section 20 without the serrations 24 has a uniform
cross-section along its length. Thus, the strips of wood
prior to formng the barbs therein as taught by Ager would

have a uniform cross-section along their |ength.

CONCLUSI ON

20
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To summari ze, the decision of the exam ner to reject
claims 3 through 8 under 35 U.S.C. § 112, second paragraph, is
reversed; the decision of the examiner to reject clains 3, 7
and 8 under
35 U.S.C. 8 103 is reversed; the decision of the exam ner to
reject clains 4 through 6 under 35 U.S.C. § 103 is affirned,
and a new rejection of clains 3 and 8 under 35 U . S.C. 8§ 103

has been added pursuant to provisions of 37 CFR § 1.196(b).

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences
based upon the sanme record nust be filed within one nonth from

the date hereof. 37 CFR § 1.197.

Wth respect to the new rejection under 37 CFR 8§
1.196(b), should the appellants elect the alternate option
under that rule to prosecute further before the Primry
Exam ner by way of anendnent or showi ng of facts, or both, not
previously of record, a shortened statutory period for naking
such response is hereby set to expire two nonths fromthe date
of this decision. 1In the event the appellants elect this
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alternate option, in order to preserve the right to seek
review under 35 U . S.C. 88 141 or 145 with respect to the
affirnmed rejection, the effective date of the affirmance is
deferred until conclusion of the prosecution before the
exam ner unless, as a nere incident to the limted

prosecution, the affirnmed rejection is overcone.

If the appellants el ect prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to us for final action on the affirnmed rejection, including

any tinmely request for reconsideration thereof.
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No period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR § 1.136(a).

AFFI RVED- | N- PART; 37 CFR § 1.196(b)

JEFFREY V. NASE
Adm ni strative Patent Judge

WLLI AM E. LYDDANE )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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VI NCENT L. CARNEY
P. Q. BOX 80836
LI NCOLN, NE 68501- 0836
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APPENDI X

3. A nethod of fabricating a plurality of handl es each
adapted to have a correspondi ng one handle end inserted in a
correspondi ng one pad end of a plurality of pads including the
steps of:

formng a plurality of strips shaped as right, regular
par al | el opi peds havi ng di nensi ons of at |east one inch by
one-ei ghth of an inch by one-thirty-second of an inch from an
aut ocl avabl e material; and

form ng barbs on the one handle end of each of said
strips whereby said handles are formed with barbs on each of

sai d one handl e ends.

7. A nethod of fabricating a plurality of handles in
accordance with claim3 wherein each of said one handl e end of
said plurality of said handles has four corners and at | east
four barbs are fornmed in each of the four corners of each
handl e.
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